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DETAILED ACTION 

1 . This action is in response to the PETITION TO REVIVE UNDER 37 C.F.R. 
1 .137(b) filed November 27, 2006. 

2. On November 17, 2007, the petition has been granted. 

3. Claims 1, 2, 5, 6, 9, 10, 13-19, and 25-29 are pending. Claims 3, 4, 7, 8, 11, 12, 
and 20-24 have been cancelled. 

4. In the response filed April 1 1 , 2005, Applicants have elected the invention of 
Group I, claims 1, 2, 5, 9, 10, 13-19, and 25-29. The preferred species is the compound 
of example 023. The election is made without traverse. The species is depicted as 
follows: 




5. Claim 6 is drawn to a non-elected invention. 

6. Based upon the response filed October 27, 2006, the rejections set forth in the 
Office Action mailed March 27, 2006 under 35 U.S.C. 112, 2nd paragraph and 35 
U.S.C. 102(b) based upon Athena Neurosciences, Inc. and McKillop et al. are 
withdrawn. 

7. The indicated allowability of claim 15 is withdrawn. 

8. Applicants are reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a diligently filed petition under 37 CFR 1 .48(b) and by the fee required under 37 
CFR 1.17(h). 

9. Claims 1,2,5,9,10,1 3-1 9, and 25-29 are Markush claims which are generic to 
the elected invention. These Markush claims lack unity of invention. Accordingly, the 
Markush type claim will be examined fully with respect to the elected species and 
further to the extent necessary to determine patentability. See MPEP 803.02. 

1 0. Claims 1,2,5,9,10,1 3-1 9, and 25-29 are objected on the grounds that the 
claims are drawn to an improper Markush group. In re Harnisch , 206 USPQ 300, states 
that a unity of invention exists where compounds included within a Markush group (1) 
share a common utility and (2) share a substantial structural feature disclosed as being 
essential to that utility. In the instant case, the claimed subject matter does not share a 
substantial structural feature disclosed as being essential to that utility. 

The requirement for a proper Markush claim is that it includes only substances 
that in their physical, chemical and physiological characteristics are functionally 
equivalent. The members of the instant Markush groups possess widely different, 
physical and chemical properties. The compounds are not considered functionally 
equivalent and are so diverse that they demonstrate dissimilar and unrelated properties. 
The mere fact that there is structural similarity in pharmaceutical agents is not in itself 
reason to render all the embodiments functionally equivalent. 
The improper Markush groups are Xi, A, and Y. 

1 1 . The examined subject matter is as follows: 
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A compound of formula I where Xi is -C(0)NR a R b ; R a and Rb are individually defined or 
R a and R b together with the nitrogen atom to which they are attached form a 
heterocyclyl or heteroaryl group; A has the structure: 



alkylaminoalkoxy, dialkylaminoalkoxy, alkylamino, arylamino, and heterocyclyl where 
each of the forgoing may be substituted or unsubstituted. The radicals not defined 
herein are defined according to claim 1 . Amending the claims to the examined subject 
matter would overcome the improper Markush rejection. 

12. The elected compound is allowable. However, the search has been extended 
beyond the elected species. The following rejections are applicable. 

13. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

14. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

At claim 1, where is the radical, B? Clarification is appreciated. 




and Y is OH, alkoxy, alkoxyalkoxy, aryloxy, 
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1 5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) The invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

16. Claims 1, 2, 14, 15, 18, and 19 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Veigl et al. (Reference U, cited by the Examiner). 

The instantly claimed compounds are disclosed. At page 136, Figure 1, see the 
generic formula. The formula is depicted below: 



o j0f 






s 
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At page 138, see compound 3. The compound is depicted below: 




17. 



Claims 5, 9, 10, 13, 16, 17 and 25-29 are objected to. 
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18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zinna Northington Davis whose telephone number is 
571-272-0682. 

1 9. The fax phone numbers for the organization where this application or proceeding 
is assigned are (571) 273-8300 for regular communications. 

20. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Zinna Northington Davis/ 
Zinna Northington Davis 
Primary Examiner 
Art Unit 1625 
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